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SureDDED WHEAT Co. v. HuMpHREY CorRNELL Co., ET AL. 
(250 Fed. Rep. 960) 


United States Circuit Court of Appeals, Second Circuit, 
February 20, 1918. 


1, Parentrep ArTICLE—APPEARANCE OF Goops. 

Upon the expiration of a design patent for an article of merchan- 
dise, the design becomes public property for that article. 
DesigN Patent—Unrair Competition. 

When, during the life of a design patent for a wheat biscuit, the 
appearance and design of the biscuit have become indicative to the con- 
sumer of the source of the product, a iater manufacturer, after the 
patent has expired, must use all reasonable efforts to prevent his goods 
from being mistaken for those of the first manufacturer, by reason of 
their resemblance thereto. 

3. Unratr CoMPETITION—AVOIDANCE OF MONOPOLIES. 

The courts must be careful not to create perpetual monopolies in 
articles of merchandise under the guise of protecting their manufac- 
turers against unfair competition. 

4, Uwnram Competition. 

When it has been shown that, during the life of a design patent, 
the appearance of the article has come to indicate to the public the 
original source of manufacture, and that it is physically possible for a 
later manufacturer, after the patent has expired to impress upon the 
article a distinguishing mark, the burden of proof is upon the later 
manufacturer to show that such a mark will impose upon him a com- 
mercial handicap that will practically take from him his free right to 
compete. 


*~ 


Appeal from a decree of the United States District Court for 
the District of Connecticut, in favor of plaintiff. Modified and 
affirmed. For the opinion of the court below, see 7 T. M. Rep. 573. 


Appeal by the defendants from a decree enjoining them from selling 
any shredded wheat biscuit without distinctly marking upon each biscuit 
that it was made by the defendant and was not the product of the plaintiff, 
and from using any cartons having a picture of such biscuit without similar 
markings. The jurisdiction of the District Court depended upon diverse 
citizenship. 

The plaintiff is a large corporation situated in Niagara Falls, N. Y., 
and engaged in the manufacture of the familiar article of food, known as 
“Shredded Wheat Biscuit,” under a series of patents of which the original 
and basic is for a product and process. This patent was granted to one 
Perky, the original promoter of the enterprise, in October, 1895, No. 548,086, 
and disclosed a process of boiling the original wholewheat berry, partially 
drying it, and then forcing it between compression rollers, one or both of 
which had peripheral grooves, which mashed the several parts of the berry 
into a heterogeneous soft paste. This paste was then forced out through 
combs or scrapers, so as to emerge in thin filaments or shreds. The patent 
states that the wheat in this form is ready for food, though it may be baked 
in various ways. 





370 EIGHT TRADE-MARK REPORTER 


In the actual manufacture of the biscuit, the pulpous shreds or filaments 
which proceed from the combs, as described in the product patent, are car- 
ried off upon a web or endless belt, and are built up by a succession of layers 
until a strand of the desired thickness is secured. This strand is cut at 
given intervals by knives, thus making the longer edges of the biscuit, which 
through the pressure of the knives are matted or pressed together. The bis- 
cuits are then cooked in an oven which raises the top, except at the longer 
edges, which have been matted together, separating the shreds, and making 
more obvious the interstitial texture of the whole. The baking also browns 
the top, and hardens the biscuit by drying; the color depends upon the 
manipulation of the heat and somewhat varies with the operator. 

In September of the same year Perky took out a design patent for 14 
years upon a biscuit, shown in accompanying drawings and rectangular in 
plan view, the longer axis being about twice the shorter. The end view or 
section on the shorter axis was ovoid; the bottom or base of the biscuit being 
flatter than the top. The design also displayed the rough or filamented tex- 
ture of the biscuit. It described as the leading feature of the design “a 
fibrous interstitial appearance, showing superimposed layers or irregular in- 
terlacing threads or filaments,” in such wise that the threads are visible from 
the surface through the outer layers. This design resulted necessarily from 
the actual process of manufacture above described. 

The plaintiff's predecessor, the Cereal Machine Company, of Colorado, 
began the manufacture of this product in 1895, and in six years, 1901, it had 
already attained a wide sale, and has increased enormously, until at the 
present time the sales amount to hundreds of millions of biscuits each year, 
distributed in all states of the Union, in Europe, and elsewhere. Ac- 
companying the increase of its business has been an outlay for advertising of 
many millions of dollars and in all sorts of forms, among which one of the 
most common has been pictures of the biscuit, either in black and white or 
in color. 

The plaintiff packs the biscuit in cardboard cartons 12 to the box, and 
sells to the retailer or jobber in cases of 36 cartons for $3.60 each. The 
cartons have the words “Shredded Wheat Biscuit” upon them, and the name 
of the plaintiff as manufacturer. In cases where the retailer sells to the 
consumer for family use, the cartons go along with the biscuits; but a large 
part of the plaintiff’s business consists in sales to hotels, restaurants, lunch 
rooms and boarding houses, and the biscuits in such cases necessarily reach 
the ultimate consumer upon plates or saucers, without any identifying mark. 
As a method of advertising, moreover, the biscuits are displayed in restau- 
rants and lunch rooms in large glass globes, without any mark or sign of 
their source. 

The plaintiff, to show the unfair competition upon which the bill was 
based, was obliged to prove that the mere appearance of the biscuits when 
out of the cartons was so associated with the plaintiff that it had acquired 
a “secondary” meaning. To do this it called many witnesses, who swore 
either that they knew the biscuit as the plaintiff’s or that they knew it as 
coming from a single source, to which they had become accustomed. These 
witnesses were jobbers, retailers, and consumers. The testimony was un- 
contradicted, and the defendants do not dispute that the biscuit is so asso- 
ciated with the plaintiff, or at least with some single source, in the public 
mind. 

The defendant company is only a jobber selling the biscuits of the real 
party in interest, the Ross Food Company, a corporation organized in 1914, 
by Ross, Valentine, and Towne, formerly employees of the plaintiff for many 
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years. The design patent having expired in 1909, and the product patent in 
1912, these gentlemen conceived the project of manufacturing a biscuit 
identical in substance and appearance with the plaintiff’s, and this they 
began to do in August, 1915. Their efforts had not as yet achieved much 
success, when in October of that year, three years after the product patent 
had expired, this bill was filed. 

The Ross Food Company markets its biscuits in cartons of 10 each, of 
which it sells 36 to a case for $2.80. The carton is so totally dissimilar to 
that of the plaintiff that nothing need be said of it, except that it contains a 
picture of two of the wheat biscuits, accurate, not only as to its own con- 
tents, but necessarily identical with the plaintiff’s biscuit. This picture has 
been used by retailers in the sale of the goods as an assurance that the con- 
tents of the carton were shredded wheat biscuit, and the general appearance 
of the carton in one instance, anyway, was not sufficient to prevent confusion. 
The plaintiff also produced several witnesses, who said either that they had 
innocently served the Ross Food Company’s biscuit as shredded wheat, or 
that they had received them as such. 

The question litigated upon the trial was whether, assuming that the 
general appearance of the plaintiff’s biscuit had acquired a “secondary” 
meaning, that justified any relief in view of the design patent, and the de- 
fendant’s undoubted right to make and sell the biscuits as it chose. Proof 
was taken as to the feasibility of wrapping each biscuit or tagging it with 
a distinctive mark, and as to the commercial possibility of making the 
biscuit in another form, or of impressing some mark upon its top in the 
process of baking. So far as necessary, this proof is considered in the 
opinion. 


James H. Griffin and John R. Nolan, both of New York City, 
for. appellants. 

Breed, Abbott & Morgan, of New York City, Charles K. 
Offield, of Chicago, Ill., and William C. Breed, of New 
York City (Edward A. Craighill, Jr., of New York City, 
Frederick I. Allen, of New York City, and George D. 
Seymour, of New Haven, Conn., of counsel), for appellee. 


Before Warp and Hoveu, Circuit Judges, and Learnep Hanp, 
District Judge. 


LearNep Hanp, District Judge (after stating the facts as 
above). Originally the plaintiff was able to sell its biscuits because 
the public came to like them. They liked their taste; they liked their 
appearance; they were converted by their supposititious dietetic val- 
ue. The art of advertising spuriously reinforced a genuine demand 
by the power of reiterated suggestion. So far, however, the public 
was buying because it wanted, or had been made to think it wanted, 
the biscuit which the plaintiff produced, and so far there was no 
ground for any kind of protection. We have recently considered this 
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question in Crescent Tool Co. v. Kilborn & Bishop Co., 247 Fed. 
299, [8 T. M. Rep. 177] decided November 13, 1917, and 
there we held that the right to appeal to the public even 
in the minutest details of the plaintiff's design was open to all so 
long as the details had acquired no “secondary” meaning. The evi- 
dence shows without contradiction, however, that the long monopoly 
of the plaintiff has created, as indeed it was bound to create, a state 
of mind more complex than this; for when one has for a long time 
bought from a single source some article that one likes, either through 
conscious reflection or through mere conservative habit, one is apt 
to impute to its source a part of its putative value. The plaintiff 
has at least shown that the public has become accustomed to regard 
its familiar wheat biscuit as emanating, if not from it by name, at 
least from a single, though anonymous, maker, and the second is as 
good for these purposes as the first. Saalfield Co. v. G. & C. Mer- 
riam Co., 238 Fed. 1, 8,151 C .C. A. 77 [7 T. M. Rep. 110]. Though 
the public may, therefore, buy the biscuit because it has come to like 
it, the plaintiff still has a stake in that other motive for buying; 
i. e., that it comes from the accustomed maker. It is true that it has 
at times been said that, where the association of the maker’s name 
with the article has arisen during the monopoly of a patent, it is of 
slight value. Kellogg Toasted Corn Flake Co. v. Quaker Oats Co., 
235 Fed. 657, 658, 149 C. C. A. 77 [6 T. M. Rep. 537]. 

But while the public cannot, of course, exercise any prefer- 
ence between makers during the monopoly, they may come, and, as 
we have said, it is almost inevitable that they should come, to asso- 
ciate some of the supposed merit of a successful article, not only 
with the advantages due to the patented characteristics, but with 
the supposed uniformity and reliability of its manufacture. If the 
public has come so to associate the machine with a single maker, he 
is, we think, entitled to some protection, as much when the associa- 
tion be through mere appearances as when it be wrapped up in a 
name, as in Singer Manufacturing Co. v. June Mfg. Co., 163 U. S. 
169, 16 Sup. Ct. 1002, 41 L. Ed. 118. It is not necessary that there 
should be a period after the expiration of the monopoly during 
which the field was open, and the secondary meaning was acquired 
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or preserved among actual or possible competitors, though the con- 
trary is indeed suggested in G. & C. Merriam v. Saalfield, 198 Fed. 
369, 374, 117 C. C. A. 245 [2 T . M. Rep. 443]. 

We think, therefore, that prima facie the plaintiff stands with a 
genuine grievance, an injuria of exactly the same kind as the own- 
er of a trade-mark or a well-established “make-up.” The difficulty 
in the case at bar, as it generally does in such cases, lies in giving 
any remedy which shall not take away the defendant’s indubitable 
rights. The original “secondary meaning” cases like Reddaway v. 
Banham, [1896] App. C. 199, all turned upon some meaning ac- 
quired by words of common speech, to which it cost the defendant 
little or nothing to add some affix, so that his complaint that he was 
being deprived of rights in the public domain was thin. Yet in strict 
principle he was correct, because prima facie he might use the com- 
mon speech in any context. The courts were necessarily in fact 
compromising between two conflicting rights, of which one had no 
substantial value. 

It is in cases where the connotation of origin arises, not from 
verbal description, but only from the appearance of the article, that 
the trouble arises in application, because the appearance must in 
some way be changed, or the article must be wrapped or marked. 
Thus has arisen the principle often applied in this court that minor, 
or “non-functional,” changes in appearance may be required, so 
long as the substantial elements are left in the public domain. En- 
terprise Mfg. Co. v. Landers, 131 Fed. 240, 65 C. C. A. 587; Yale 
& Towne Mfg. Co. v. Alder, 154 Fed. 37, 83 C. C. A. 149. In the 
same class stand cases like For v. Hathaway, 199 Mass. 99, 85 N. E. 
417,24 L. R. A. (N.S.) 900; Fox v. Glynn, 191 Mass. 344, 78 N. E. 
89,9 L. R. A. (N. S.) 1096, 114 Am. St. Rep. 619; Coca Cola 
Co. v. Gay-Ola Co., 200 Fed. 720, 119 C. C. A. 164 [3 T. M. Rep. 
1]; Walker v. Grubman (D. C.) 222 Fed. 478 [5 T. M. Rep. 266]. 
Indeed, this principle has been pressed very far in this court. Rush- 
more v. Manhattan Screw & Stamping Co., 163 Fed. 939, 90 C. 
C, A. 299,19 L. R. A. (N. S.) 269; Lovell-McConnell Mfg. Co. v. 
American Ever Ready Co., 195 Fed. 931, 115 C. C. A. 619 [2 T. 
M. Rep. 313]; Rushmore v. Badger Brass Mfg. Co., 198 Fed. 379, 

117 C. C. A. 255 [2 T. M. Rep. 489]. The first Rushmore Case 
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was recognized at the time as trenching hard upon the other limit 
in application, which is that where the “secondary meaning” is 
bound up in elements of the appearance which cannot be changed 
without cutting off the defendant’s substantial right to make and sell 
that kind of goods the plaintiff must suffer the resulting confusion. 
These are the converse of the “nonfunctional” cases. Daniel v. Elec- 
tric Hose & Rubber Co., 231 Fed. 827, 145 C. C. A. 647 [6 T. M. 
Rep. 289]; Marvel Co. v. Pearl, 183 Fed. 160, 66 C. C. A. 226; Dia- 
mond Expansion Bolt Co. v. U. S. Expansion Bolt Co., 177 App. 
Div. 554, 164 N. Y. Supp. 433 [7 T. M. Rep. 250]; Fairbanks v. 
Jacobus, 14 Blatchf. 337, Fed. Cas. No. 4,608; Meide v. Wallace, 
135 Fed. 346, 68 C. C. A. 16; Globe-Wernicke Co. v. Fred Macey 
Co., 119 Fed. 696, 56 C. C. A. 304; Flagg Mfg. Co. v. Holway, 178 
Mass. 83, 59 N. E. 667. Under the guise of protecting against un- 
fair competition, we must be jealous not to create perpetual monop- 
olies. 

We do not see any possible change in the appearance of the bis- 
cuit itself which would be of enough service to the plaintiff to justi- 
fy its imposition upon the defendant. Concededly, variation could 
be enforced only in its form, color, or size. As to form, the plaintiff 
appears to us finally concluded by its own design patent. Whether 
or not the evidence might have allowed us to prescribe some varia- 
tion in the form, had that form been only the result of the plaintiff's 
original adoption, we do not say. For v. Hathaway, supra, suggests 
that we might have found a way out. But the plaintiff’s formal 
dedication of the design is conclusive reason against any injunction 
based upon the exclusive right to that form, however necessary the 
plaintiff may find it for its protection. As to color, also, we feel 
ourselves limited, because, while the shade of brown depends upon 
the baking, the plaintiff's own biscuits vary within appreciable limits, 
and to require the defendant to adopt a shade different enough for 
commercial distinction would be to force them to bake their biscuits 
so that they would be repellent to most tastes. It would, so far as 


we can see, in effect, either terminate or hopelessly cripple any com- 
petition between the two parties. 
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ait With size it is perhaps different, for we are not satisfied that 
is the added cost of turning out a small biscuit would be substantial, 
ea per pound of shredded wheat. That might, indeed, have to await 
ell experiment, if it appeared that a mere change in size would give any 
no effective relief to the plaintiff. There is no reason to suppose that it 
oll would, and there is every reason to believe that it would greatly 
M. embarrass the defendants. To increase the size of the biscuit would 
all make it impossible to put two in the ordinary saucer; to decrease it, 
Dp» so that three could be sold for the present price of two would ob- 
” viously increase the cost of that part of the manufacture, after the : 
Ces wheat is shredded, by one-half again, or nearly. We think that such 
rey a requirement is fanciful as relief and too onerous upon the de- 
78 fendant. 
onal There remains, therefore, as the only practicable relief, some 
op~ mark impressed upon the surface of the biscuit in the baking, or 
some proper wrapping or tag, with an adequate legend. In the im- 
ris position of such a requirement, we should observe the same limita- 
sti- tion as courts have by general agreement observed in the “non- 
uld functional” cases; that is, we should be equally jealous to assure 
tiff the defendant’s right freely to compete in the market with the first 
her comer. The question is always commercial; we ought not to impose 
ria- any burdens which, either by changing the appearance of the article 
ff's itself, or by imposing expense upon its production, will operate to 
ests give the plaintiff such advantage in the market as will substantially 
mal handicap his competitors. On the other hand, Judge Hoven believes 
tion that once the right is assured to the defendant of making the article 
the in all its substantial elements, that is all he can demand. If the 
feel similarity between the goods remain such as to create confusion, it is 
pon irrelevant that the cost of wrapping, marking, or tagging them may 
its, impose too great a burden upon the defendant to allow his continu- 
for ing in the market. His manufacture, as it exists, is a fraud, and 
uits all elements of deception must be removed before it can be per- 
r as mitted to continue. 
om- 


In the case at bar it remains ambiguous upon this record just 
what are the commercial possibilities of marking, wrapping, or 
tagging the defendant’s individual biscuits. The evidence is meager 
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as to impressing a mark upon the top of the biscuits during the 
baking; all we can find is that of Valentine. At one place he says 
that it would be practicable to impress a cross upon the biscuit 
while soft that would endure, and the cost would be slight; later he 
says that, when the biscuit rose in the baking, the mark would dis- 
appear or the biscuit would be “deformed.” We think that the 
“deformity” is just what the plaintiff is entitled to require—not a 
deformity, it is true, which would affect the design dedicated by the 
design patent, but enough to mark distinctively the biscuit itself. 
After a careful scrutiny of this record as it stands, we see no reason 
to suppose that such a requirement is not possible. 

The evidence as to wrapping or tagging each biscuit is, if pos- 
sible, still more meager. Ross swears that the paper alone for wrap- 
ping would cost 25 cents per case, raising the cost from $2.80 to 
$3.05. How far the cost of labor and breakage would increase this 
he does not know. A paper tag or band, if put on before baking, 
would be destroyed, and, if put on afterwards, must be pasted. What 
the cost of pasting would be does not appear, nor whether a paste 
could be obtained which would be unobjectionable upon an article 
of food. It would certainly appear as though each of these would 
be a reasonable possibility. 

The record appears neutral in respect of these matters, and in 
the view I take personally all depends upon whose is the burden to 
show that there is or is not a commercially practicable means to dis- 
criminate. I think that since the plaintiff has shown that the ap- 
pearance of its biscuit has acquired a “secondary’’ meaning, and 
that it is physically possible to attach or impress upon the de- 
fendant’s biscuit a distinguishing mark, the defendant has the bur- 
den of showing that such a mark will impose upon him a commer- 
cial handicap which will practically take from him his free right 
to compete. I therefore agree with Judge Hoveu that the de- 
fendant should be compelled to put some distinguishing mark upon 
each biscuit sold to any final purchaser out of the carton. This 
mark need not be what the District Court required, that is, a state- 
ment that the biscuit was made by the defendant, and not by the 


plaintiff, but something sufficiently obvious to distinguish the two, 
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as a cross, a line, or a letter, if the mark be impressed or a suitable 
legend if paper be fastened to the biscuit. Such a requirement does 
not, however, apply to those biscuits which reach the final purchaser 
in cartons; that is, to those which are not sold to hotels, restaurants, 
lunch rooms and boarding houses. The defendant’s cartons are so 
different from the plaintiff's that no confusion is possible. 

I think that as respects the marking, wrapping, or tagging of 
individual biscuits the case is such that only commercial experience 
can finally tell what are the possibilities. I would therefore add to 
the requirements imposed above a probationary period, within which 
the defendant must try in good faith to accommodate itself to this 
necessity. This portion of its trade is less than 10 per cent., and 
it cannot prove a formidable obstacle for six months to require it 

| to comply, provided that at the end of that time it have leave to 
7 demonstrate that compliance is equivalent to destruction of its right 
of free competition. The burden will be upon it to show that it 
has exhausted all the possibilities of effective distinction between 
the biscuits, and that each involves an expense which will not per- 
mit it to maintain that part of its trade without a handicap that 


| forbids any assurance of a reasonable profit and a continued com- 

petition in that line. While Judge Hoven does not think that such 
a probationary period is necessary, since the result would be irrele- 
vant, he agrees to a disposal of the case upon those terms. 


The decree will therefore be modified as follows: First, by re- 
lieving the defendants of any injunction in the sale of such biscuits 
as shall reach the last purchaser in cartons; second, all biscuits 
reaching the last purchaser outside of their cartons must either bear 
a letter, cross, or other plain symbol, impressed in their substance, or 
have fastened upon them a wrapping, tag, or band, stating that they 
t are made by the Ross Food Company; third, the defendant at the 
end of six months may apply to the District Court to be relieved 
2 of the second requirement, upon showing that after a bona fide 
S trial of all possible expedients it cannot comply with that pro- 
vision except at an expense which would make impossible any con- 
e tinued competition in the business of selling biscuits outside the 
cartons with any assurance of reasonable profit. 
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As so modified, the decree is affirmed, without costs. 

Warp, Circuit Judge (dissenting). After the expiration of the 
complainant’s product and design patents, the public generally had 
the right to manufacture the same article under the same name and 
in the same form. This was the condition on which the expired 
monopolies were granted. The defendant concededly does not use 
the same name, nor sell the article in a similar carton. It sells its 
article as “Whole Wheat” biscuit, in entirely different cartons, nor 
is there any evidence of unfair advertising. 

I understand the court to agree that the defendant may make 
and sell its biscuit in the same form, color, and size as complainant’s. 
The only question is what, if any, protection the complainant should 
have, in view of the secondary meaning its product has acquired from 
its mere appearance. When both parties mark their product, unfair 
imitation of the original producer’s mark should be enjoined, as in 
Singer v. June Manufacturing Co., 163 U. S. 169, 16 Sup. Ct. 1002, 
41 L. Ed. 118. In this case, however, neither party marks the bis- 
cuit itself, and it would obviously impair the strength and deform 
the appearance of this very fragile biscuit to do so. 

The complainant’s claim to be protected in any secondary mean- 
ing its goods have acquired can go no further than its injury, and 
that is only so far as the public buys or is likely to buy the de- 
fendant’s product supposing that it is the complainant’s. The retail 
dealer and the purchaser of cartons are not misled. Guests in board- 
ing houses and hotels on the American plan take what they are given. 
It is only a very small part of the public, namely, those who patron- 
ize lunch rooms, restaurants, or hotels on the European plan, and 
who order biscuit which they see on the counters, or on plates or 
saucers, supposing they are the complainant’s, when they are really 
the defendant’s manufacture. This seems to me an insufficient rea- 
son for giving the complainant a monopoly for all time of what ap- 
parently is the best size of this ordinary commercial article, unless 
the defendant and other manufacturers adopt distinguishing marks 


which either increase the cost of manufacture or deform and weaken 
the product. 
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Moreover, I think that the form and size of the biscuit as al- 
ways made by the complainant are functional, and that imitation of 
these features is no evidence of unfair competition. The form evi- 
dently tends to strengthen a product made out of such fragile ma- 
terial and the size is apparently the best fitted for use as a break- 
fast food on a saucer. I think the bill should be dismissed. 


M. Werk Company v. GROSBERG, ET AL. 
(250 Fed. Rep. 968) 


United States Circuit Court of Appeals, Sixth Circuit, 
March 15, 1918. 


1, Trapve-Mark—EauivaLence or Word AND SYMBOL. 

The word “Tag” as applied to soap and used, together with a small 
metal tag, is not infringed by another’s use on the like goods of a 
metal tag bearing the latter’s mark. The use of the word “Tag” when 
associated with an actual tag upon the goods is descriptive use, and 
cannot prevent another from using a different tag as a means of 
identification. 

2. Uwnrarr Competitrion—Use or Meta Tae. 

A manufacturer who uses a rectangular metal tag upon a cake of 
soap, is not unfairly competing with an earlier manufacturer who has 
similarly used a circular metal tag, there being no resemblance between 
the tags themselves, or the other markings on the soap and no con- 
fusion being shown. 

3. Unrair CompetTitioN—SvBstTITtTuTION—L1aBILITY, 

A distributor is not liable for the fact that unscrupulous com- 
petitors have fraudulently passed off an article handled by him, as 
that of the plaintiff, when the manufacturer of the article has done 
all that he is legally bound to do to distinguish his article from that 
of plaintiff. 


Appeal from an order of the District Court of the United States, 


for the Eastern District of Michigan, denying an application for a 
preliminary injunction. Affirmed. 


Hosea & Knight, of Cincinnati, Ohio, for appellant. 
Wilkinson, Routier & Hinkley, of Detroit, Mich., for appel- 
lees. 


Before KNapreN and Denison, Circuit Judges, and Ki.uITs, 
District Judge. 
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The complainant’s principal registered trade-mark was as fol- 
lows: 


No. 65,321, REGISTERED SEPT. 17, 1907 
THE M. WERK CO. 
SOAP. 


ee [Al snge 


CINCINNATI 


THE M.WERI Co. 





The imprint on the soap of the Globe Soap Company, sold by 
defendant, was in the following form, the word “Globe” being shown 
on a metal tag, about an inch long and a quarter of an inch wide. 


*, |GuoBe| ,” 


THE GLOBE SOAP CO. 
CINCINNATI, O. 
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Kituits, District Judge. The only question to be determined 
here is whether, on the facts about to be discussed, the court below 
improperly exercised the discretion vested in it to withhold a tem- 
porary injunction. Unless an abuse of discretion is found, the ap- 
peal herein should be dismissed. Louisville & N. R. Co. v. Western 
Union Telegraph Co., 207 Fed. 1, 4, 124 C. C. A. 578, and cases 
cited. 

The appellant, whom we will hereafter designate as complain- 
ant, for a number of years has manufactured laundry soap, one 
brand of which it prepared for sale unwrapped. Its factory is lo- 
cated in Cincinnati, in which place for many years the Globe Soap 
Company has manufactured soap of similar character. The testimony 
shows that for six years at least prior to the beginning of this action 
the Globe Soap Company manufactured and put on sale unwrapped 
its product under all the circumstances which in this action the com- 
plainant claims to establish infringement and unfair competition. 
The action, however, was brought by complainant in the District 
Court for the Eastern District of Michigan against the firm of Gros- 
berg and Reuter, which, the testimony shows, is a distributee merely 
in Detroit for the Globe Soap Company. Complainant registered 
trade-marks Nos. 65,321 and 70,549, bearing dates September 17, 
1907, and September 15, 1908, respectively. The first registration 
was for the words “Werk Tag Soap, Cincinnati,’ and the word 
“Werk” with a rough drawing of a box labeled “soap” within a 
small circle in the lower right corner. The words “Werk Tag Soap” 
were so arranged upon the flat surface of a cake of brown laundry 
soap that the word “Tag” should be in magnified lettering. The 
certificate provides that the trade-mark is to be displayed by stamp- 
ing it into or on the goods or by otherwise affixing directly to the 
goods. The second and later certificate claims protection for the 
use of the word “Tag,” very prominently displayed. Each certifi- 
cate emphasizes the word “Tag” as the peculiar trade-name adopted. 

In practice, the complainant has shown the arrangement of the 
lettering as set out in its first certificate, except that the matter 
within the circle, instead of being impressed into the soap itself, is 


stamped on a small disk less than the size of a silver quarter, which 
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disk is embedded in the lower right-hand corner of the cake of soap. 
The article complained of and manufactured by the Globe Soap 
Company also is soap in cakes similar in size and color. to those of 
complainant’s manufacture on which are inscribed the words ‘“Pre- 
mium German Soap, The Globe Soap Company, Cincinnati, Ohio” ; 
the words “Premium German” being arranged obliquely in the gen- 
eral form of a letter V, and in the center of the upper side of the 
cake between the arms of this oblique lettering is embedded a rect- 
angular metal tag about an inch long and rather more than a quar- 
ter of an inch wide, bearing in raised letters the word “Globe.” 
It is the use of this tag on the soap manufactured by the Globe 
Company upon which are predicated the claims of infringement of 
the trade-marks and of trade-name and of unfair competition. Upon 
evidence the motion for temporary injunction was denied, and from 
this action of the court below comes this appeal. 

In our judgment, the complainant is not justified in its claim 
that, because it has seen fit to indicate part of its registered trade- 
mark by the use of a metal tag embedded into the soap rather than 
by impressing that portion of the registered lettering in the soap 
itself, it has acquired an exclusive right to the use of every kind 
or shape:of a metal tag upon its product. 

The complainant’s theory is that it has obtained the exclusive 
right to sell soap bearing a metal tag because it has the exclusive 
right to the trade-name “Tag Soap,” and that the use of the tag 
causes the soap to be so distinguished by intending purchasers. But 
the salient feature, that which prominently distinguished the trade- 
marks as registered, is the word “Tag” itself which is employed in 
large display upon the soap, and not the fact that a diminutive piece 
of metal is embedded in the product. 

It may be, although not necessary for decision here, that plain- 
tiff has acquired a valid trade-mark by the adoption and registration 
of the word “Tag” to identify its product. Used merely for the 
purpose of identification, that word may be subject to registration; 
but, if so, it is only because it is used arbitrarily or fancifully. 
Plaintiff's claim just alluded to, however, involves the use of the 
word descriptively, i. e., to describe the manner in which the soap 
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is prepared for marketing, as the soap sold with a tag on it. It is 
too well settled for citation that a descriptive word may not become 
the subject of an exclusive trade-mark. Tagging articles of com- 
merce capable of bearing such trade devices has become a very com- 
mon practice, so common as to be now a method of description of a 
manner of commercial exploitation. It is our opinion that a soap 
manufacturer. cannot acquire a monopoly of such a common method 
of marking his product for sale. Notes 55 and 56, pages 711-713, 
88 Cyc., sum up the numerous decisions distinguishing the words 
adjudicated as descriptive, and hence not subject to appropriation, 
and nondescriptive. We think the use of the word “Tag” in con- 
nection with the physical tag should be in the first category, and 
that the use of the Globe Company’s tag, as shown, infringes no 
trade-mark right of plaintiff. The identifying word “Tag” no- 
where is used on the Globe soap. 

A similar question was raised and decided in Ohio in a case 
in which complainant was plaintiff. M. Werk Co. v. Ryan Soap Co., 
14 Ohio Cir. Ct. R. (N. S.) 122, 83 Ohio Cir. Ct. R. 629, affirmed, 
no report, 88 Ohio St. 539, 106 N. E. 1070. In that case plaintiff, 
upon the same trade rights urged here, complained of the defendant 
because it put forth a soap bearing a diamond shaped paper or card- 
board tag. It was claimed there, as in the instant case, among other 
things, that the use of the tag tended to the confusion of purchasers 
who had learned to identify plaintiff’s product as soap bearing a tag. 
The conclusion of the state appellate court is the same to which we 
arrive on the facts here. 

It is certain that complainant has no right to recovery on the 
theory advanced that its trade-name is interfered with, for the Globe 
soap is nowhere shown to have been put forth by defendant or the 
manufacturer under the name of “Tag Soap.” 

We are referred to the third ground of complaint, namely, that 
of unfair competition, and the inquiry quickly arises whether this 
case is comparable to the case decided by this court in 206 Fed. 420, 
124 C. C. A. 302, De Voe Snuff Co. v. Wolff [3 T. M. Rep. 433]. 
It must be observed that in this class of cases application of very 
general principles, only, is possible, each case to be determined with 
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special reference to the circumstances peculiar to it. Relief was 
given in the case just cited because it was thought by this court that 
the word “Eagle” employed, together with a representation of an 
eagle, on the packages of snuff manufactured and sold by the com- 
plainant and its predecessors in business for more than 70 years, had 
become so distinctively the mark of complainant’s brand of snuff 
that the use of the designation “White Eagle’ applied to snuff, 
also with a figure of an eagle, although not in the same attitude and 
position as employed by the complainant, was sufficient to mis- 
lead ordinary purchasers and to cause a confusion of goods. As in 
all cases of this class, that is the real test here for the duty is clear- 
ly upon the Globe Company to distinguish its product from that of 
the complainant so that the ordinary purchaser is not likely to be 
deceived by its appearance into the thought that he is buying the 
product of complainant. Considering the appearance of the rival 
soaps as prepared for the market and bearing in mind that nothing 
is claimed for the similarity in size or color or texture, it seems to 
us somewhat unlikely that an ordinary purchaser intending to buy 
Werk’s “Tag” soap and having any familiarity with its appearance 
would be deceived by observation alone into buying Globe soap for 
what was actually desired. The lettering is as different in dispo- 
sition upon the cake as it is in wording, while the tag, in shape or 
inscription or position upon the cake bears no resemblance to the 
tag on complainant’s article. The impression we have of distinctive 
dissimilarity gained by an inspection of the articles themselves as 
being sufficient to avoid the charge of unfair simulation is not re- 
moved by consideration of the testimony offered. There is no com- 
petent testimony that any attempt was made by the defendants to 
substitute the Globe soap for complainant’s product nor that any 
person was deceived by the appearance of the Globe soap, except 
that one woman testifies that, at the grocery where she customarily 
traded, she noticed an open box of soap with tags on it differing from 
the “Werk” tags, and for sale at a price less than she had been ac- 
customed to pay for the Werk soap, and that she bought some, 
lightly assuming that the tag had been changed and the price re- 
duced. As this woman confesses that she noticed the difference in 
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appearance, we do not regard her testimony, solitary as it is upon 
this point, as sufficient to indicate clearly, against the impression 
derived from a comparison of appearances of the several soaps, that 
a confusion between the products is probable among ordinary pur- 
chasers. There is testimony secondary in character, and hence of 
doubtful competency, that a child, sent to purchase complainant’s 
soap by the name of “Tag Soap,” came back with the Globe Ger- 
man soap; but there is no testimony as to what soap the child asked 
for. 

There have been exhibited the boxes in which the rival prod- 
ucts are shipped and in which the soap, unwrapped, is displayed for 
sale. They are respectively so variously marked as to make confusion 
reasonably impossible. 

Previous to the commencement of this action, complainant had 
prosecuted to a consent decree an action against a retail dealer in 
which testimony had been received tending to show unfair substitu- 
tion, and the record in this last case is offered against the defendant 
partnership, although no privity between it and the defendant in 
the former case is shown. It is our judgment that this record should 
not disturb our conclusion that no abuse of discretion is shown in 
the withholding of an order of temporary injunction, for, finding 
that the maker of the Globe soap “has done its legal duty in dis- 
tinguishing its own product from that of complainant,” its distributees 
are not responsible for the fact that tricky retailers, not in privity 
with them, substitute its manufacture for that of complainant. Rath- 
bone, Sard & Co. v. Champion Steel Range Co., 189 Fed. 26, 33, 
110 C. C. A. 596, 87 L. R. A. (N. S.) 258 [1 T. M. Rep. 259]. 

It results that the ground upon which a charge of unfair com- 
petition is based is identically that which is offered to support the 
claim of infringement of trade-mark, and that this alleged cause of 
action should also be denied for reasons already given. 

We find that the District Court exercised its discretion respect- 
ing the motion for a temporary injunction precisely as the evidence 
and law indicated, and that therefore the decree below should be 
and is affirmed with costs. 
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RoMEIKE v. ROMEIKE, ET AL. 
(251 Fed. Rep. 273) 


United States Circuit Court of Appeals, Second Circuit, 
April 24, 1918. 
Unrair CoMPeTITION—Prorer NAME. 

A man has the right, in the absence of fraud, or actual confusion, 
to use his own name in his business. The firm name Romeike & Ruebe, 
held not to conflict with the corporate name Albert Romeike. 

Appeal from a decree of the United States District Court, for 
the Southern District of New York, in favor of plaintiff. Reversed. 
For the opinion of the court below, see 7 T. M. Rep. 360. 


Henry Schoenherr, of New York City, for appellants. 
Harry D. Nims, of New York City (Clinton Coombs, of New 
York City, of counsel), for appellee. 


Before Warp, Hoven & Manton, Circuit Judges. 


Warp, Circuit Judge. This is an appeal from a final decree 
of the District Court of the United States for the Southern District 
of New York, enjoining Albert Romeike and Albert Ruebe, co- 
partners, from using the firm name of Romeike & Ruebe, but per- 
mitting them to use the name Ruebe & Romeike. 

The proofs make it clear that the late Henry Romeike estab- 
lished in this city in the year 1884 a newspaper clipping business; 
that is, selling clippings taken from newspapers and magazines 
published in this and foreign countries. In 1902 he incorporated 
the business under the name Henry Romeike, owning himself the 
entire capital stock. This corporation has continued down to the 
present time with a well-known and high reputation. The de- 
fendants, his brother Albert Romeike and one Albert Ruebe, were 
associated with Henry Romeike in the business for many years. 
Henry Romeike died June 3, 1903, and the business of the corpora- 
tion was continued until May, 1916, by Dr. McKernan, Albert Ro- 
meike, and Ruebe, as trustees under his will. Ruebe was president 
of the corporation, Albert Romeike acted in a more subordinate 


capacity, and both were directors. Henry Romeike left a son 
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George, who went into the complainant’s employment in June, 1915, 
became of age February 9, 1916, and is now president of the cor- 
poration. In May, 1916, Albert Romeike and Albert Ruebe left 
the complainant’s employment and established a newspaper clipping 
business, which they are carrying on under the name of Romeike 
& Ruebe. 

It was perfectly natural and proper that the defendants, on 
leaving the complainant’s service, should take up a business which 
they had followed for many years, and should take it up together. 
There was no evidence whatever of any fraud, imposition, or unfair 
dealing by them or of any actual confusion. They rested at the end 
of the complainant’s case. The District Judge proceeded on the 
theory that there must be confusion as matter of law. He held that 
the significant part of the complainant’s corporate name is “Ro- 
meike,” and that the defendants, although having a right to use 
their own names in their firm title, must use them so as to cause 
the least possible confusion. For that reason he granted the injunc- 
tion in the form above stated. 

We are not willing to go so far. A man has a right to use his 
own name in his own business, unless there is proof of fraud or proof 
of positive confusion. The material fact is not the use of his own 
name, but the way he uses it. Singer Mfg. Co. v. June Mfg. Co., 163 
U. S. 169, 16 Sup. Ct. 1002, 41 L. Ed. 118. Chief Justice Fuller 
said, in Howe Scale Co. v. Wyckoff, 198 U. S. at page 140, 25 Sup. 
Ct. at page 614, 49 L. Ed. 972: 

“We hold that, in the absence of contract, fraud, or estoppel, any man 
may use his own name in all legitimate ways, and as the whole or a part of 
a corporate name; and, in our view, defendant’s name and trade-mark were 
not intended or likely to deceive, and there was nothing of substance shown 
in defendant’s conduct in their use constituting unfair competition, or call- 
ing for the imposition of restrictions lest actionable injury might result, as 
may confessedly be done in a proper case.” 

There is no such liability of confusion in the newspaper clip- 
ping business as there is in the sale of goods of similar appearance, 
in similar packages, of similar size, of similar purposes, under simi- 
lar trade-marks. In such cases mere comparison may sometimes 
justify a necessary inference of confusion. The purpose of the 


newspaper clipping business is service. The position of the com- 
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plainant is somewhat the same as if a well-known surgeon, or law- 
yer, or house painter, or carpenter should object to another, having 
the same surname, carrying on the same occupation under his own 
name. The Appellate Division of the Supreme Court of New York 
for the First Department went further in sustaining the use by the 
same parties of the corporate name Romeike & Co., which they at 
first adopted. Henry Romeike v. Albert Romeike & Co., 179 App. 
Div. 712, 167 N. Y. Supp. 235 [7 T. M. Rep. 618]. 
The decree is reversed. 


On Petition to Require the District Court to Allow Defendants’ 
Application for Costs. 


Per Curiam. In this suit we reversed the decree of the court 
below in favor of the plaintiff, with costs, and that court, holding it 
had no discretion upon the subject at all, refused to consider the 
defendants’ application for costs, and simply dismissed the bill. In 
suits in equity and admiralty, costs being discretionary, when the de- 
cree of the court below is reversed or modified by this court, with 
costs, the costs of this court are meant; the court below having a 
discretion as to the costs there, unless the mandate otherwise pro- 
vides. 

The petition is therefore denied, and the question referred to 
the District Court for disposition. 
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Garrett & Co., INc. v. Sweet VAatitey WINE Co. 
251 Fed. Rep. 371) 


United States District Court, Northern District of Ohio, 
May 11, 1918. 


1. Trape-Mark—INFrRINGEMENT—GEOGRAPHICAL Worp. 

The plaintiff having first used and popularized the trade-mark 
“Virginia Dare” for wine, the defendant should be enjoined from us- 
ing the word “Virginia” in the sale of wine, where it is clear that the 
use of the word causes confusion. 

2. Trape-Mark—Common Use—Same Description or Goons. 


Proof of common use of the name “Virginia” for whiskey, does not 
support defendant’s claim of a common right to use it for sweet wine. 
The goods are entirely different. 

3. LirigaTtion—DeEcreEE By CONSENT. 

A decree entered by consent is to be construed as a contract. 
Such a decree, enjoining defendant’s use of his mark in a manner tend- 
ing to mislead, warrants a later injunction against any use of the 
mark, on proof that any use thereof will be misleading. 


In equity. On supplemental petition. Decree for plaintiff. 


Alexander L. Smith and Loyall, Taylor & White, of Norfolk, 
Va., for plaintiff. 

Williams & Steineman, of Sandusky, Ohio, and Owen, Owen 
& Crampton and Chas W. Owen, all of Toledo, Ohio, for 
defendant. 


Kiuuits, District Judge. This matter is before the court on a 
supplemental petition in the cause commenced on the 15th of August, 
1913, and its consideration depends largely upon the construction 
of a consent decree entered on the original complaint in January, 
1914. The action is one for unfair competition, and the issue as 
presented by the supplemental petition is peculiarly affected by the 
experiences which have resulted from the rivalry in business be- 
tween the parties since the original petition was filed and by the 
history of the case here. 

The predecessors of complainant, about 18 years ago, put on 
the market and advertised extensively a light-colored sweet wine, 
whose base was the juice of Scuppernong grapes, using the arbitrary 
trade-name of “Virginia Dare,’ taking for that purpose the name 
of the legendary first child born, on Roanoke Sound, of the first 








390 EIGHT TRADE-MARK REPORTER 


English colony in America. Ten or twelve years ago the defendant, 
manufacturing wine within this district, put on the market, under 
the name of “Virginia Belle,’ in competition with complainant’s 
wine, a beverage of similar color and character. The reason given 
for the choice of this name for defendant’s wine is so fanciful that, 
considered in connection with other. facts hereafter to be discussed, 
it has little persuasive power. Although the grapes whose juice 
forms the foundation of defendant’s wine are grown in North Caro- 
lina, the court is attempted to be persuaded that the geographical 
name “Virginia” was chosen because the location in North Caro- 
lina wherein the grapes are grown was part of the general terri- 
tory vaguely designated “Virginia” by Sir Walter Raleigh, and was 
included in this very general geographical definition until later 
courtiers included it within the territory named after the first 
Charles, nearly 300 years ago. Having heard the testimony on this 
subject twice, and also considering it in connection with other mat- 
ters, we are forced to and do conclude that the name was chosen 
arbitrarily and in purposeful competition with complainant’s busi- 
ness in the “Virginia Dare” wine. The choice of a trade-name with 
the word “Virginia” as a most prominent characteristic is undoubt- 
edly arbitrary in each instance before the court. 

“Virginia Belle” wine is marketed at a less price than that 
exacted for complainant’s product, and the only explanation which 
the testimony affords why the defendant can undersell the com- 
plainant so materially as to make profitable a substitution to con- 
sumers is the fact that the complainant advertises “Virginia Dare” 
very extensively, whereas the expenditures in that behalf by the 
defendant are extremely meager. The evidence brought before the 
court in two hearings leaves no room for doubt that the names are 
not only confusing to the inattentive consumer, but that the situa- 
tion affords an opportunity, which is actually enjoyed by the de- 
fendant, to market “Virginia Belle” wine on the strength of com- 


plainant’s advertising, the difference in price operating as a strong 
inducement to substitution, the facts showing that a large section 
of the consuming public desiring a wine of this general character, 
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but designating what they wanted by the more characteristic title 
of “Virginia,” are found easy subjects for deception. 

The evidence shows a displacement of complainant’s customers 
in favor of defendant's product, with the only explanation that the 
latter may be easily substituted for the former, at a greater profit 
to the dealer, and there is little opportunity for any other conclusion 
than that complainant’s extreme advertising accounts for the in- 
crease of defendant’s business, which increase is extraordinary, con- 
sidering the comparatively insignificant publicity for its wine which 
defendant buys through advertising methods. At the start, de- 
fendant marketed substantially the same wine under the two names 
“Virginia Belle” and “Puritan Belle,” at the choice of the trade. At 
first by far the greater proportion was taken under the name “Puri- 
tan Belle,’ but year by year the other designation increased in 
popularity, until at the present time its rival is far in the rear. It 
seems to the court that this circumstance is very significant. There 
is no reason why, as a matter of taste or attractiveness, other than 
the name, one brand should prevail over the other. In short, upon 
the facts now before the court, were there no other considerations, 
there would be little hesitation in permitting complainant to take 
a decree definitely restraining defendant from using the word “Vir- 
ginia,’” in connection with “Virginia Belle” or otherwise, upon its 
wine of this character, on the authority of De Voe Snuff Co. v. 
Wolff, 206 Fed. 420, 124 C. C. A. 302, [3 T. M. Rep. 433], which 
case, although an action for infringement of trade-mark directly, 
seems to us to be completely authoritative here. 

It is contended upon the part of the defendant that the use of 
the name “Virginia” as part of a trade-name for alcoholic beverages 
is established in common usage, but the illustrations furnish valid 
grounds to discriminate the situation before the court. Two of the 
illustrations of wines, namely, ““Norton’s Virginia Seedling” and 
“Ives’ Virginia Seedling,” are purely descriptive, and are not arbi- 
trary trade-names at all. They designate a beverage as one made 
from grapes bearing such names respectively. These wines, also, are 
in an entirely different class; one not sold to consumers whose 
palates crave the sweet wine in controversy here, nor marketed in 
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bottles of the same character. Excepting two other wines put up 
by the defendant using the word “Virginia” in combination, subse- 
quent to the employment by complainant of their trade-name, but 
one other instance of such marketing of sweet wine is given, and 
that is shown to have a local market only, and the use has not been 
acquiesced in by complainant, and as to which it is guilty of no 
laches. We are also cited to the use of this term in connection with 
a large variety of whiskey trade-names; but in the judgment of the 
court, the distinction between whiskies and wines is so great that 
these illustrations are of no persuasiveness. A man desiring a sweet, 
light-colored wine, such as the Scuppernong grape makes, would 
not be deceived if he were furnished a sour wine or whiskey, even 
if the label should emphasize the word “Virginia.” 

The issue raised by the original petition was over the form 
and appearance of the label bearing the name “Virginia Belle,” 
and the consent by defendant to a decree enjoining the use of its then 
label operated as an admission that, respecting such label, the com- 
petition with complainant’s business was unfair. Thereafter a mo- 
tion in contempt, based upon the use of a revised label, still em- 
ploying the trade-name “Virginia Belle,’ was prosecuted, and the 
question before this court, decided in 1916, was whether that label 
was a merely colorable departure from the label used and abandoned 
as a result of the consent decree. This court found for complainant, 
and held the defendant in contempt, and fined it $500, to be paid 
to complainant in reimbursement for its expenses; the court calling 
special attention to the fact that the color scheme was so analogous 
to that of complainant’s label as to be confusing. Thereupon the 
defendant commenced to use the same label design as in the second 
instance, changing the color scheme only, which use provoked the 
present supplemental petition. On hearing, it was shown that this 
color scheme has again been changed, and, finally, the design has 
been rearranged, although some semblance to the original par- 
ticulars of design was retained. However, this change has not been 
sufficient to avoid confusion of products. Many unwary customers, 
who find in the word “Virginia” alone the chief significance in com- 
plainant’s label, are shown to be open to easy deception. The 
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court has difficulty, also, to avoid the conclusion, from all the evi- 
dence, that the defendant has not desired to avoid unfair competition 
with the complainant, but has undertaken only to so conduct its 
business along the border line of legitimacy, but still riding on the 
crest of popularity induced by complainant’s advertising, that the 
latter would have the least possible excuse for complaint to a court 
of equity and the greatest difficulty to find a remedy for injuries 
sustained. 

It appears now that the defendant has made three experiments 
with the use of the word “Virginia,” each of which has worked to 
complainant's disadvantage, and the evidence satisfies the court that 
it is improbable that use of the word “Virginia” in any combination 
may be found which will at the same time work a distinctive desig- 
nation of defendant’s wine and not unfairly interfere with com- 
plainant’s business. The court is at the point where it finds itself 
compelled to say that defendant must abandon the use of the word 
“Virginia” in any kind of combination for the marketing of this 
particular kind of wine, unless, as defendant says as a last resort, 
the consent decree is too narrow to afford thereunder to the com- 
plainant this broad relief. Defendant is right in saying that this 
consent decree must be construed as if it were a contract. The corre- 
spondence between the parties leading up to it was brought and re- 
ceived tentatively against the objection of the complainant, upon 
defendant’s insistence that it showed an agreement of the parties 
not to interpret the decree as affording opportunity for excluding 
from the defendant the use of this word. We have examined this 
correspondence with some care, and find, aside from objections to 
its competency as evidence, that, accepted, it affords no such cri- 
terion of interpretation. In fact, the consent decree was arrived at 
on the express stipulation by complainant that it should be inter- 
preted without reference to previous negotiations. This decree, how- 
ever, is unambiguous; wherefore resort to previous negotiations is, 
on familiar principles, impossible. It is as follows: 

“This day came the parties, the complainant and respondent, by their 
counsel, and by consent of both parties hereto it is adjudged, ordered, and 


decreed that the defendant, its officers, agents, and employees, be and they 
are hereby perpetually enjoined and restrained from, directly or indirectly, 
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manufacturing, selling or exposing for sale, or causing or being in any way 
concerned in the manufacture, selling, or exposing for sale, of wine in 
bottles bearing labels in colorable imitation of the ‘Virginia Dare’ labels 
now used by complainant on its wines, and from furnishing labels in color- 
able imitation of the ‘Virginia Dare’ labels now used by complainant, to be 
used by others in the sale of wines. And they are further perpetually en- 
joined and restrained from using on bottles the name ‘Virginia Belle, or 
other names or insignia upon their labels, marks, or brands in connection 
with the sale or exposing for sale, of wines in such manner as would mis- 
lead, or be likely to mislead, prospective purchasers into the belief that 
wine bearing such marks, labels, brands, or other insignia is the ‘Virginia 
Dare’ wine of complainant. It appearing to the court that nothing further 
remaining to be done in this case, it is ordered that the same be removed 
from the docket of this court; the costs of the same to be taxed against the 
respondent.” 

By it, as we read it, defendant is bound to mark the wine it 
puts out in competition with the “Virginia Dare” wine in a way 
to avoid unfair injury to complainant’s trade. We think the terms 
of this agreement are broad enough to compel defendant to abandon 
the use of the word “Virginia” in combination, as a trade-name, if 
it is shown that such use produces unfair rivalry with complainant’s 
business. It appears to the court that the second paragraph of this 
order, under an interpretation most favorable to the defendant, per- 
mits the use of the word “Virginia” only under circumstances which, 
as the facts developed before this court in the two hearings which 
we have had on evidence, show are impossible to be had, and that the 
word cannot be used as a significant word of the trade-name of de- 
fendant’s product without producing a colorable and unavoidable 
imitation of complainant’s trade-name, wherefore the defendant 
should be perpetually enjoined from the use hereafter of the word 
“Virginia” in any form as a distinctive part of the trade-name of 
its wine of this character. 

The label exactly complained of by the complainant in the sup- 
plemental petition is not shown to have been used very extensively 
by the defendant. For this and other reasons appearing on the record, 
upon which the court deems it now unnecessary to enlarge, the mo- 
tion for an accounting will be denied. 

The court has considered the authorities relied upon by the de- 


fendant. Oral comments from the bench distinguish, in our judg- 


ment, the case of Joseph Schlitz Brewing Co. v. Houston Ice & 
Brewing Co., 241 Fed. 817, 154 C. C. A. 519 [7 T. M. Rep. 417]. 
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In that case the labels are not only dissimilar in shape, at least, but 
the distinctive words were utterly unlike, being in each instance 
but the maker’s names. It was not a case where the same con- 
trolling arbitrary word was used, as here, nor do we find the Circuit 
Court decision respecting the use of the terms “Union Leader” and 
“Union World” as designating brands of cut plug tobacco (193 
Fed. 1015) to have been on facts so similar to the situation before 
us as to give it much significance. 


The decree will carry costs. 


AmMMON & Person v. NARRAGANSETT Datrry Co., Lrp. 
(252 Fed. Rep. 276) 


United States District Court, District of Rhode Island, 
July 31, 1918. 


1, TrapE-MArK—INFRINGEMENT. 

The trade-mark “Queen of the West” is infringed by the use of the 
word “Queen” on the same goods. 

2. TrapE-MarK—ABBREVIATED ForRM—INFRINGEMENT. 

The plaintiff’s trade-mark “Queen of the West,” having been com- 
monly abbreviated in use to “Queen” and having in that form become 
distinctive of plaintiff's goods, the use of the word “Queen” by another 
on the same goods will cause confusion in the market. 

3. Trapve-Mark—Form or Recistration—VALipITy. 

A registration of the word “Queen” will not sustain a cause of 
action under the statute for infringement, when the mark actually used 
consisted of the words “Queen of the West.” The statutory remedies 
for infringement cannot, under those circumstances, be applied. 


In equity. On final hearing. Decree for plaintiff. 


Edwards & Angell, of Providence, R. I., for plaintiff. 
Wilson, Gardner & Churchill, of Providence, R. I., for de- 


fendant. 


Brown, District Judge. This is a bill in equity to restrain the 
defendant from using the word “Queen” as a trade-mark for oleo- 
margarine. The defendant, by counterclaim, seeks a similar remedy 
against the use of the word “Queen” by the plaintiff. 

The plaintiff, Ammon & Person, is a corporation of the state of 
New Jersey, having its principal place of business in Jersey City, 











396 EIGHT TRADE-MARK REPORTER 


and the defendant, Narragansett Dairy Company, Limited, is a cor- 
poration of the state of Rhode Island, with its principal business 
at Providence, R. I. 

It is proved that the plaintiff's predecessors had applied the 
trade-mark “Queen of the West” to oleomargarine sold by them be- 
fore September 30, 1891, and that the plaintiff has continued to use 
that trade-mark for many years. The defendant has proved that 
from 1909 to 1915 the Narragansett Dairy Company, an earlier 
Rhode Island corporation, used the word “Queen” alone as a trade- 
mark for oleomargarine. Afterwards, on February 8, 1912, the 
plaintiff filed its application for registration of the trade-mark 
“Queen,” which was registered April 21, 1914. 

Upon its reply brief the plaintiff says: 

“The defendant is in no worse position, and the plaintiff is in no better 
position, by reason of the registration of the word ‘Queen,’ so far as this 
proceeding is concerned, than if it had not registered the word.” 

The primary question is whether the evidence of its long-estab- 
lished use of the words ‘Queen of the West,” applied to oleomar- 
garine, is sufficient ground for an injunction against the subsequent 
use of the word “Queen” by the defendant, or would have been 
sufficient against the former Narragansett Dairy Company, which 
began such use in 1909. For the decision of this question it is un- 
necessary to determine whether the defendant.has succeeded to 
the rights, if any, of the earlier Narragansett Dairy Company. It 
is true that a question of estoppel is raised, and the testimony of 
officers of the former Narragansett Dairy Company and of the vice- 
president of the plaintiff was offered on that issue. This testimony 
was given orally, and it appeared to me that witnesses on each side 
were testifying as to matters of which they had a very indistinct 
recollection. From this testimony I am unable to find that the use 
of the word “Queen” by the earlier Narragansett Dairy Company 
was brought to the attention of the plaintiff in 1909 or 1910, or 
that there was any discussion concerning a slip of paper upon which 
was written in pencil the word “Queen.” The witnesses on both 
sides were testifying to matters occurring seven or eight years be- 
fore, their recollection was far from clear, and the testimony does 











AMMON & PERSON V. NARRAGANSETT DAIRY CO., LTD. 397 


not satisfy me that there was any notice to the plaintiff, or inaction 
on its part, or knowledge sufficient to support the defense of es- 
toppel even were the defendant entitled to rely upon any estoppel 
of the plaintiff against the former Narragansett Dairy Company, 
which it is unnecessary to decide. 

The plaintiff has proved, not only the use of the words “Queen 
of the West” as a trade-mark proper applied to receptacles for oleo- 
margarine, but produces a number of trade circulars in which its 
product is referred to by the shorter name “Queen,” and has also 
produced testimony to the effect that it was common for customers 
to describe plaintiff's goods by the shorter name. This testimony 
is credible, and according to common experience; and this preceded 
any other use of the word “Queen” alone in connection with oleo- 
margarine. 

While there is some uncertainty in the evidence as to the sale of 
goods by the plaintiff with the word “Queen” alone affixed thereto 
before the date of the application for registration, February 8, 1912, 
the evidence shows the earlier use of the word “Queen” alone as a 
trade-name descriptive of plaintiff's goods—a trade-name derived 
from the plaintiff's technical trade-mark, “Queen of the West.” 

The plaintiff, having associated its goods with the word 
“Queen,” whether used alone as a trade-name or as a part of the 
entire trade-mark “Queen of the West,” contends that the use of 
the name “Queen” by defendant as a trade-mark has such obvious 
tendency to confusion of the goods of the plaintiff with the goods 
of the defendant as to make such use by the defendant an infringe- 
ment of its prior right. 

There is much testimony in the case as to the different forms 
of packages to which the words “Queen of the West” and “Queen” 
were applied; but, as they were all applied to the same product, 
oleomargarine, I think no substantial distinction can be based upon 
differences in the packages, or upon the respective dates at which 
plaintiff and defendant, or the former Narragansett Dairy Com- 
pany, applied the word “Queen” to cartons or cases rather than 
to tubs. The rules applicable to the use of the same name on distinct 
kinds of goods seem inapplicable in this case, where the product is 
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the same and the only difference is in the size or form of the recep- 
tacle or package in which the product is sold. 

There is much discussion as to whether the word “Queen’’ is 
the “dominant” word of the trade-mark; but it is enough to say 
that it is so substantial a part of the trade-mark that, without the 
qualifying words “of the West,’ it has been extensively used as a 
sufficient description of the product to which is applied the whole 
trade-mark “Queen of the West.” 

The unnecessary adoption of a part of a plaintiff's trade- 
mark—a part so substantial as to have become a trade-name or 
nickname for the goods—is generally regarded as an infringement. 
The use by a defendant of a trade-mark identical with the name 
which has been derived from a plaintiff's trade-mark proper, and 
has become sufficiently descriptive of plaintiff’s goods, is the adop- 
tion of a mark which will cause its goods to bear the same name in 
the market. Neither subtractions from nor additions to a trade- 
mark proper will avoid infringement, when such imitation as is like- 
ly to lead to confusion still remains despite the changes. Hopkins on 
Trade-Marks, etc. (8d Ed.) § 188, p. 321, and § 113, p. 279; 
Saarlehner v. Eisner, Mendelson Co., 179 U. S. 19, 33, 21 Sup. Ct. 
7, 45 L. Ed. 60; Thomas G. Plant v. May Co., 105 Fed. 375, 44 
C. C. A. 584; Gordon’s Dry Gin Co., Ltd., v. Eddy & Fisher Co. 
(D. C.) 246 Fed. 954 [8 T. M. Rep. 129]. 

Whether, upon the evidence in this case, the plaintiff is entitled 
to rely upon infringement of its registered trade-mark “Queen,” ap- 
plied for February 8, 1912, seems doubtful, in view of the uncer- 
tainty as to whether the word “Queen” alone had ever been affixed 
to goods sold by the plaintiff before that date. There is, however, 
sufficient evidence that before that date it had been used as a trade- 
name not affixed to goods. The trade-mark up to that time appears 
to have been the full term “Queen of the West.” While it is not 
impossible that under special circumstances the two marks, “Queen” 
and “Queen of the West,” might subsist as distinct and equally valid 
trade-marks, sufficiently differentiated by the circumstances under 
which they had become known to the trade, I am of the opinion 
that it is not so in the present case, and that the defendant’s counter- 
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claim must be dismissed. The plaintiff's right in the present case 
seems to rest upon infringement of its unregistered trade-mark 
“Queen of the West’ and of its trade-name, rather than upon any 
rights which it may have acquired by registration of the word 
“Queen.” 

As the case is presented, it seems doubtful whether the plaintiff 
is entitled to statutory remedies provided in sections 19 and 20 of 
the Trade-Mark Act of February 20, 1905 (33 Stat. 729, c. 592 
|Comp. St. 1916, §§ 9504, 9505]), as amended by Act of March 2, 
1907, c. 2573, 34 Stat. 1251, and Act of Feb. 18, 1911, c. 113, 36 
Stat. 918, and Act of Jan. 8, 1913, c. 7, 37 Stat. 649 (Comp. St. 
1916, §§ 9490, 9491), which relate to registered trade-marks. 

The bill, however, is between citizens of different states and 
contains allegations of proper jurisdictional amount, and is sufficient 
as a bill for an unregistered trade-mark. 

The evidence fails to show that the defendant has adopted the 
word “Queen” with any intention of deceiving the public, or of 
appropriating the plaintiff's good will or trade reputation. The 
word “Queen” was used by the defendant apparently in good faith 
and in reliance upon its former use by the earlier company, which 
had used it since 1909. Mr. H. E. Possner, testifying as to the 
adoption of the word “Queen” at that time said: “We simply 
thought of it; that is all.” 

There is no evidence in the case to show that in fact the goods 
of the defendant were ever mistaken for those of the plaintiff, or 
that any person was ever deceived in the purchase of oleomargarine 
by the use of the defendant’s marks, or that the defendant has in- 
terfered with the plaintiff's market, or deprived it of any profits, or 
to show any elements of actual fraud. 

I am of the opinion that the plaintiff is entitled to an injunction 
against infringement of the plaintiff’s trade-mark “Queen of the 
West,” and against the use of the word “Queen” in connection with 
the sale of oleomargarine. Whether it is also entitled to an account- 
ing, and to the destruction of prints, etc., under the provisions of the 
registration act, or to other relief, seems doubtful. Straus v. No- 
taseme Co., 240 U. S. 179, 36 Sup. Ct. 288, 60 L. Ed. 590 [6 T. M. 
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Rep. 103]. Upon these questions, however, counsel may be heard 
upon the settlement of a decree. 


A draft decree may be presented accordingly. 


Bowers v. KuGEe. 


New York Supreme Court, New York County Special Term, 
October 28, 1918. 
Unrair CoMPETITION—NAME OF A Ptay. 
There are no vested rights in the name of a play merely by virtue 


of prior use. When the play has not been made known to the public 


under that name, the use of the name for a motion picture is not un- 
fair competition. 


In equity. On final hearing. Complaint dismissed. 


Samuel H. Mandell, for plaintiff. 
Joseph P. Bickerton, Jr., for defendant. 


Horcukiss, J. The plaintiff, as owner of a dramatic compo- 
sition entitled “The Unborn,” sues to enjoin the defendants from 
using the words “The Unborn” as the title of a motion picture and 
for an accounting. The plaintiff wrote her play in 1910 and 1911, 
and gave to it the title stated. The play concerns a prospective 
mother with an inherited blood taint; her futile attempts to induce 
a physician to forestall the birth of her child; the tragic conse- 
quences to the child because of its mother’s misfortune, the child 
eventually becoming an epileptic. The composition was apparently 
designed as a “propaganda” play in favor of birth control. It was 
accepted for production by the Medical Review of Reviews, under 
the auspices of which a private matinee performance was given in 
the Maxine Elliott Theatre on November 12, 1915, and eight public 
performances at the Princess Theatre during a week in December, 
1915. The author and the play received some notices in the New 
York City papers in connection with the initial production and an 
article about the play was published in Hearst’s Magazine for 
March, 1916. The play was given some further newspaper publicity 
due to an attempt of the commissioner of licenses to prevent its pro- 
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duction at the Princess Theatre. No further presentation of the play 
was given either upon the legitimate stage or in motion pictures. The 
plaintiff testified that upon the failure of the Medical Review of 
Reviews to give the number of performances agreed upon, she made 
continued attempts to secure the production of the play in motion 
pictures or otherwise, but without success. The testimony warrants 
the findings of the following additional facts: The defendant Kugel 
owned most of the stock of the defendant Kulle Features, Inc., and 
directed its affairs. Kugel read the play and pronounced it a very 
strong one. In the spring of 1915 he interviewed the plaintiff with 
a view to the picturization of her play and to its “distribution” by 
the defendant company. He also was instrumental in securing some 
press notices for her. Immediately after the presentation of the 
play, as above recited, Kugel asked the plaintiff to let him “handle” 
the play and have the manuscript to submit to the Moss Film Com- 
pany. The plaintiff complied, but was informed by Kugel several 
days later that the Moss Film Company did not want it, and he could 
do nothing further with it. About six months thereafter Kugel ne- 
gotiated for the purchase from its owners of a film bearing the title 
“The Sins That Ye Sin.’”’ There was nothing in the plot of this 
film suggestive of “The Unborn” as an appropriate title. Kugel pur- 
chased the film of “The Sins That Ye Sin” on behalf of the de- 
fendant company. The receipt for payment was drawn up by Kugel 
after consultation with his attorney, and in it the film was referred 
to as “a negative or print which, in lieu of any other title for the 
moment, shall be called “The Unborn.” Kugel had the picture 
altered by weaving into the plot certain incidents concerning a 
woman who refused to have children, a doctor who by criminal opera- 
tion or otherwise enabled her to effect her purpose, and a denoue- 
ment in which the doctor is exposed and imprisoned, and while in 
prison is troubled by visions of children who might have come into 
the world but for his illegal acts. As thus altered the picture was 
advertised by the defendant company under the title “The Unborn,” 
and the author’s name was uniformly given as George Eliot, Jr. 
Territorial or state rights were sold, and commencing in July, 1916, 


the picture was exhibited in various places throughout the United 
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States other than New York City. Prior to the release of the pic- 
ture the plaintiff notified Kugel that she claimed the exclusive right 
to the use of the title “The Unborn.” The plaintiff claims an ex- 
clusive right to the title “The Unborn” both by reason of priority of 
adoption and use and as a result of the public association of that 
title with her play. Plaintiff’s right, if any, is not a technical trade- 
‘mark right, since the title in question is not physically affixed to 
vendible articles in the market. It has been frequently said, however, 
that the common law of trade-marks is but a branch of the broader 
law of unfair competition, and that the fundamental principles are 
identical (Hanover Milling Co. v. Metcalf, 240 U. S. 403, 413; [6 
T. M. Rep. 149]; Ball v. Broadway Bazaar, 194 N. Y. 435). Two 
such principles underlying the entire law of unfair competition are 
(1) that the law is based on the private right to protection in the 
good will of a trade or business and the prevention of the “passing 
off” of one’s business or goods as those of another, and accordingly 
the law recognizes and protects the private right in the use of cer- 
tain symbols, words and other denotations employed as a means of 
identifying one’s business or goods (Hanover Milling Co. v. Metcalf, 
supra; Canal Co. v. Clark, 13 Wall. 311; Ball v. Broadway Bazaar, 
supra), and (2) that the private right may not encroach upon the 
public right, and hence an individual may not exclusively appropriate 
symbols, words or other denotations which are publici juris with re- 
spect to the kind of goods or business to which he applies them (Sel- 
chow v. Baker, 93 N. Y. 59, 63; Amoskeag Mfg. Co. v. Spear, 2 
Sandf. 599). It is to be observed, however, that while the under- 
lying principles of private right and public right are general in 
scope, there are a variety of rules which apply only to a limited 
portion of the law of unfair competition. Thus the doctrine in- 
voked by plaintiff, that priority of adoption and use confers eo in- 
stanti an exclusive right in the use of a particular denotation is of 


limited operation. Indeed its validity in toto is not unquestioned 
(compare Waldes v. I. M. Agency, 237 Fed. 502 [7 T. M. Rep. 7]; 
Shaver v. Shaver, 54 Iowa 208, and Browne on Trade-Marks, 2d 
ed., sec. 52, with Levy v. Waitt, 61 Fed. 1008; Macmahon Co. v. 
Denver Mfg. Co., 118 Fed. 468; Hanover Star Milling Co. v. Met- 
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calf, 240 U. S. 403 [6 T. M. Rep. 149]; and Hopkins on Trade- 
Marks, 3d ed., p. 72). But, assuming the validity of the doctrine, it 
is in any event limited to trade-mark and other cases where the de- 
notation is in its nature susceptible of exclusive appropriation, or 
where, in other words, the denotation is not publici juris. It is fa- 
miliar and well settled law that the public right bars the exclusive 
appropriations of generic terms when used with their normal sig- 
nificance. An individual may not exclusively appropriate words 
descriptive of his business or goods. Non-generic denotations, such 
as coined words, peculiar marks and devices, may be exclusively ap- 
propriated; and similarly generic terms, provided they are not used 
with their ordinary significance, but in an arbitrary or fanciful man- 
ner. The plaintiff’s title, therefore, does not come within the scope 
of the asserted doctrine of priority of adoption and use unless it 
appears that the generic words of the title were used by her in an 
arbitrary and fanciful manner, or, more generally, unless it appears 
that the conferring upon her of a private exclusive right in the title, 
as applied to stage and moving picture productions, would not de- 
tract from the public right to use the same generic words in fairly 
describing other productions of the same kind (Manners v. Triangle 
Film Corp’n, 247 Fed. 301 [8 T. M. Rep. 180]; Standard Paint 
Co. v. Trinidad Asphalt Co., 220 U. S. 446 [1 T. M. Rep. 10]; 
Higgins Co. v. Higgins Soap Co., 144 N. Y. 462, 467, 470; Caswell 
v. Davis, 58 N. Y. 228, 233-235; Frohman v. Morris, Inc., 68 
Mise. 461). As already pointed out, the theme of plaintiff’s play 
is the justice or propriety of permitting “birth control” of the un- 
born. It is obvious that the word “unborn” is not used by plaintiff 
in an arbitrary and fanciful manner, but is descriptive of the cen- 
tral theme of the play. Words need not constitute a complete clear 
description to be precluded from exclusive appropriation (see cases 
cited in Nims on Unfair Competition, 2d ed., sec. 201, and L. R. A., 
1918A, 966 et seq.). It is therefore clear that plaintiff has ac- 
quired no right solely by reason of priority of adoption and use. The 
plaintiff contends, however, that even if no rights vested in her upon 
adoption and use of the title, the extent of her use and the publicity 
acquired are sufficient to entitle her to protection. It is, of course, 
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an established principle of the law of unfair competition that an in- 
dividual may acquire a qualified right in the use of a generic term 
applied to his business or goods, even though the term is employed 
with its normal significance. But exclusive right cannot ordinarily 
be thus acquired, since the King’s English cannot be taken from the 
public and parceled out to individuals. However, if by continued use 
a certain term has acquired in the public mind a secondary meaning 
distinct from its normal significance, as indicating particular business 
or goods of the individual so using the term, then the law will afford 
a qualified protection in that use. Competitors cannot be precluded 
from using the same term in fairly describing their goods, but the 
law will prevent them from using or simulating the term in such a 
manner as to deceive the public and induce the belief that the goods 
are those of the individual whose denotation has received public 
recognition. In other words, when by use it has come about that 
the public accords to the generic term a secondary meaning in the 
nature of a representation as to the identity of the goods or business, 
a competitor may not use the term in a manner which in effect 
amounts to a false representation as to identity. The general prin- 
ciple here invoked is too familiar to require citations. The difficulty 
lies in its application to the facts of a particular case. Upon a care- 
ful consideration of the testimony I have reached the conclusion that 
plaintiff has failed to show the existence of a secondary meaning 
in the words “The Unborn” (see Manners v. Triangle Film Corp’n, 
supra; Isaacs v. Daly, 39 N. Y. Sup. Ct. 511). The only evi- 
dence that the title has become associated in the public mind with 
the plaintiff's play consists in the proof of nine presentations, a 
number of press notices and one magazine article. One of the 
presentations was of a private nature; all were under the auspices 
of a medical publication, and all occurred six months before de- 
fendants produced their moving picture. The eight public perform- 
ances were given during one week, and the inference is warranted 
that the performances were discontinued because unprofitable. Al- 


though plaintiff attempted to dispose of the play through an agent, 
the efforts did not prove successful. While the evidence does not 
warrant an inference that plaintiff abandoned the play, it was ap- 
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parently at the time of the alleged infringement in a sufficiently 
moribund condition to argue strongly against the existence of such 
a public recognition of the title as would presumably associate it 
with plaintiff's play, as well as against the existence of an intention 
on the part of defendants to pass off their production as that of 
plaintiff. It is a fair inference that defendants acquired the idea 
of their title from plaintiff and altered their existing picture to fit the 
new title. Whatever may be said of the ethics of the defendants’ 
dealings with plaintiff, I think the evidence shows no more than 
a belief on the defendants’ part that the title was of value by rea- 
son of its novelty and its inherent appeal to certain classes of the 
the public. The law of unfair competition, however, is not designed 
to protect novel ideas. (The Trade-Mark Cases, 100 U. S. 82.) I 
find nothing in the evidence sufficient to indicate either that de- 
fendants attempted to deceive the public or that there is a proba- 
bility that the public will to any appreciable extent be deceived. The 
complaint will be dismissed, but without costs. 


Great Bear Sprine Company v. Bear Liruia Sprinas Company. 
(255 O. G. 162) 


Court of Appeals of the District of Columbia, 
March 4, 1918. 
TrapE-Marxks—CaNnceLLaTioN—IN View or Apverse Decision IN INTER- 

FERENCE. 

In view of a trade-mark interference decision adverse to the regis- 
trant, it was proper, on motion of the adverse party to cancel the 
registered mark. 

E. S. Beach, for the appellant. 
Fritz v. Briesen, for the appellee. 


Patent appeal No. 1139. 


Smytu, C. J.: The Patent Office, on the application of the 
appellee, canceled a registered trade-mark of the appellant. To 
the application, appellant filed an answer, the material parts of 
which were stricken out upon the motion of the appellee on the 
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ground that the issues presented by them had all been adjudged 
against the appellant in an interference involving like subject-mat- 
ter between the same parties, and thereupon cancellation was ordered. 
In the interference referred to, it was decided by the Patent Office, 
and the decision was affirmed by this court, (Great Bear Spring Co. 
v. Bear Lithia Springs Co., 45 App. D. C, 305; 229 O. G. 613. [6 
T. M. Rep. 430], that the marks were alike; that the appellee had 
shown a prior use and, implicitly albeit not expressly, that the 
goods to which the marks were applied were of the same general 
nature. The Great Bear Spring Company, appellant here, urged in 
that proceeding, which was disposed of by the Patent Office in 1914, 
that the present appellee was estopped from asserting a right to 
the mark as against the appellant by reason of certain decisions of 
New Jersey equity courts rendered in 1906 and 1907, respectively, 
(Bear Lithia Springs Co. v. Great Bear Spring Co., 71 N. J. Eq. 
595; Same v. Same, 72 N. J. Eq. 871,) and on other grounds. 
Profert of these decisions was made by appellant in connection with 
a motion to dissolve the interference. The Patent Office held that 
they had no bearing upon such a motion but might be presented on 
the final hearing. When that was reached, the profert was not re- 
newed. 

Appellant’s answer in this proceeding denies the similarity of 
the marks and the indentity of the goods; alleges that appellee’s 
mark is invalid because, as asserted, it indicates quality and not 
origin; and is a geographical term as well as a personal name. It 
further avers that the appellee is estopped by the New Jersey de- 
cisions. 

At a glance it appears that every one of these matters was ma- 
terial in the interference. If appellant had established there all 
or one of them, it would have defeated its opponent. Certainly they 
were proper for consideration, and if not presented, they might have 
been. Therefore they are by force of the decision in that case res 
judicata. (Bluthenthal v. Bigbie Bros., 33 App. D. C. 209; 143 
O. G. 1846, and cases there cited; see also In Re Herbst, 44 App. 
D. C. 208; 222 O. G. 727 [6 T. M. Rep. 187]; Cromwell v. 
County of Sac, 94 U. S. 351). The right to cancellation depends 
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upon that judgment. It determined that appellee was “entitled to 
have its trade-mark registered,’ (sec. 6, act of 1905,) and as a 
corollary of this appellant’s registration of the same mark must be 
unlawful; hence it should be erased. To succeed here, appellant 
must destroy the effect of that judgment—by having retried ques- 
tions which inhere in it—and this, indeed, is what it seeks to do. 
But the judgment is unassailable in this proceeding, which re- 
sembles somewhat a creditor's suit to set aside a conveyance. 
Usually such a suit cannot be maintained until the creditor has 
established his debt by a judgment at law. In the creditor’s suit 
it would not be permissible for the defendant to retry the defenses 
asserted, or which might have been asserted, by him in the law 
action, for the judgment in that action would be conclusive as to all 
such things. (Mattingly v. Nye, 8 Wall. 370.) And so it is here with 
respect to the decision in the interference. 

Appellant attempts to differentiate between the interference 
and the present case. It says that in the former the claim was as 
to the right to register, while here it is with respect to the right to 
have the registration canceled. A creditor’s bill seeks different re- 
lief from that sought by the law action which must precede it, but 
that does not permit a re-examination of the matters inhering in 
the law judgment. 

It would be unreasonable to hold that appellee had the right 
to register. the trade-mark and then say it could not have cancelled 
the wrongful registration given to appellant for the same mark. If 
this were done, the first judgment would be an empty thing “‘signify- 
ing nothing.” No, it having been adjudged that the right to register 
the mark belonged to the appellee, the latter is entitled, as an in- 
evitable consequence, to have appellant’s registration canceled. 

Neither is there any merit in the contention that the appellee 
is not injured within the meaning of section 13 of the act of 1905, 
and therefore has no standing to ask for cancellation. The invasion 
of appellee’s right implies damage. (N. Wolf & Sons v. Lord & 
Taylor, 44 App. D. C. 514, 516; 202 O. G. 632). 

The decision of the Commissioner was right and it is affirmed. 
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Fuiton Water Works Company v. Bear Litruia SprINGS 
CoMPANY. 


(255 O. G. 163) 


Court of Appeals of the District of Columbia, 
March 4, 1918. 


1. Trape-Marks—ConstTITUTIONALITY OF THE STATUTE, 
An appellant who urges that the statute is unconstitutional in ap- 


pealing under the provisions of the statute it is, in effect, asserting 
that the statute is valid. 


TrapE-Mark—ReEcIstTraTION— EFFECT. 

Registration creates no vested rights and is essentially different 
from a patent, which creates a monopoly in the patentee. 
3. CaNnceLLATION—RecistratTions UNper THE AcT oF 1881. 

Section 13 of the act of 1905, giving to the Commissioner the power 
to cancel registrations in certain cases, applies to registrations under 
the act of 1881, and represents a valid exercise of congressional power. 


© 


E. 8. Beach, for the appellant. 
Fritz v. Briesen, for the appellee. 


Patent appeal No. 1140. 


Smytu, C. J.: This is a companion of the appeal just decided. 
(Ante, p. 405.) The trade-mark involved is the same. It was reg- 
istered by the appellant in 1894 under the act of 1881, is claimed 
by the Great Bear Spring Company, appellant in No. 1,139, and 
was embraced by the interference mentioned in that case. Appellee 
asked for the cancellation of the registration upon the same grounds 
as those stated in No. 1,139, and the answer of appellant, with 
the exception of the name of the registrant and the date of registra- 
tion, was, so far as the facts were concerned, similar. These ex- 
ceptions do not require a different ruling from that made in the 
prior appeal concerning identical facts. 

In addition to the propositions of law advanced in 1,139, ap- 
pellant challenges here, (a) the constitutionality of the entire trade- 
mark statute; (b) the jurisdiction of this court; and (c) the consti- 
tutionality of section 13 of the act of 1905. 

With respect to the first objection, made in oral argument, 
though not in the brief, appellant is estopped. It prosecutes this 
appeal by virtue of the statute which it assails. Its presence here 
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as an appellant is in effect an assertion on its part that the statute 
is valid. It cannot claim under the statute and at the same time 
denounce it as an unwarranted exercise of power by Congress. 
(Gaines v. Carlton, etc., Co., 27 App. D. C. 571; 123 O. G. 1994; 
Gaines v. Knecht, 27 App. D. C. 530; 123 O. G. 657; Wall v. 
Parrot Silver, etc., Co., 244 U. S. 407, 411-412; Daniels v. Tear- 
ney, 102 U. S. 415, 421.) He who saws off the limb upon which 
he stands usually suffers a disastrous consequence. 

When analyzed, the two last propositions comprehend but one 
question, namely, whether section 13 confers authority upon the 
Patent Office to cancel a trade-mark registered, as appellant’s was, 
under the act of 1881 which did not expressly grant such authority, 
the argument being that by the registration the appellant acquired 
a vested right, and since, as it asserts, the act of Congress through 
which that right emerged did not provide for cancelation, it was 
not competent to take it away by subsequent legislation. Is this the 
correct interpretation of the act of 1881? First, we inquire what 
was granted to the registrant by that act. A certificate which, it 
says, “shall be prima facie evidence of ownership.” (Sec. 7.) It 
adds nothing to the right of ownership (unless the jurisdiction con- 
ferred by it on Federal courts does), which existed independently 
of the statute; merely furnishes prima facie evidence of it. (Einstein 
v. Sawhill, 2 App. D. C. 10; 65 O. G. 1918; Elgin Watch Co. v. 
Illinois Watch Co., 179 U. S. 665; Sarrazin v. Irby Cigar, etc., Co., 
93 Fed. 624; Edison v. Thomas A. Edison, Jr., Chemical Co., 128 
Fed. 1013.) As a general thing, a person has no vested right in 
a rule of evidence. (Thompson v. Missouri, 171 U. S. 880; 6 R. C. 
L., sec. 285.) The trade-mark statute simply arms the registrant 
with the presumption of ownership—relieves him of the burden of 
proof on that point. 

Registration is essentially different from a patent, which creates 
a monopoly in the patentee that would not have any existence with- 
out it. (Bement v. National Harrow Co., 186 U. S. 70; Jewell 
Filter Co. v. Jackson, 140 Fed. 340.) Consequently decisions hold- 
ing that a patentee has a vested right which cannot be disturbed by 
legislation are not applicable. 
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Besides, it is by no means clear that the act of 1881 did not 
give the Commissioner authority to cancel an improper registration. 
Every registrant under that act took a certificate subject to the 
power of the Commissioner to decide any dispute— 


between him and a subsequent applicant for the registration of the same 
mark— 


according to— 


the practice of courts of equity of the United States in analogous cases. 


If in such dispute the Commissioner held that the registrant 
had no right to the mark and that the applicant had, would it not 
follow necessarily on the analogy “of the practice of courts of 
equity” that he had the right to erase the wrongful registration, 
and thus destroy the prima facie evidence of which the applicant 
complained. If so, the appellant’s registration in the present case 
was subject to the power of the Patent Office to cancel it in a proper 
proceeding, and that power was not withdrawn by the act of 1905. 
(See sec. 30.) But, however this may be, we have heretofore, upon 
full consideration, decided that section 13 of the act of 1905 giving 
to the Commissioner the power to cancel registrations in certain 
cases, applies to registrations under the act of 1881 and represents 
a valid exercise of congressional power (Stamatopoulos v. Stephano 
Bros., 41 App. D. C. 590; 200 O. G. 1894, [4 T. M. Rep. 157]) 
and we perceive no reason in appellant’s argument, or otherwise, for 
not adhering to that decision. 

The decision of the Commissioner of Patents is affirmed. 
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DECISIONS OF THE COMMISSIONER OF PATENTS. 
Opposition—Practice 


Newton, C.: When conflicting rights to a trade-mark are in- 
volved. both in an interference and in an opposition, the opposition 
is properly suspended, pending the disposition of the interference 
proceeding. The fact that the order in which testimony is to be 
taken by the parties in the different proceedings is dissimilar has 
no bearing on the matter. The earlier registrant should not be 
penalized for the failure of the office to declare an interference 
until after his opposition has been filed.* 


Cray, A. C.: One who has filed a notice of opposition may 
withdraw same without prejudice and without submitting to a judg- 
ment in the proceeding. The rules of practice and the rules of the 
Patent Office appear to conflict on this point, the former permit- 
ting the withdrawal of a pleading and the latter, as fixed for in- 
terference proceedings, requiring the rendition of a judgment. 


There is no close parallel between a trade-mark opposition and 
a patent interference. In the latter suit, the Patent Office initiates 
the proceeding to determine who is the first inventor. An opposi- 
tion is instituted by one who claims he would be injured by the 
registration. Such a proceeding is entirely parallel to an equity 
suit and rules of practice applicable to equity suits should be fol- 
lowed.? 


Cancellation 


Cray, A.C.: The provisions of Section 13 of the Trade-Mark 
Act, with respect to the cancellation of registered trade-marks ap- 
plies to marks registered under the act of 1881, as well as those 
registered under the act of 1905. It would be an anomalous condi- 
tion to have a register of trade-marks some of which may be re- 
moved when it is found that they do not belong there and the others 
of which must remain whether they belong there or not. 

* Royal Embroidery Works, Naday and Fleischer v. Van Raalte, 128 


Ms. Dec. 54, August 21, 1918. 
* Standard Oil Co. v. Crew Levick Co., 127 Ms. Dec. 415, July 31, 1918, 
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Where, in an interference proceeding between two registered 
trade-marks and an application for registration by a third party, 
a judgment is rendered, awarding to the applicant the right to 
register his trade-mark, the judgment may likewise direct the can- 
cellation of the earlier registrations, since the judgment in award- 
ing to the applicant the right of registration necessarily finds the 
previous registrations invalid. There is, therefore, no conceivable 
reason why a new proceeding by petition for cancellation should be 
required to obtain action of the Patent Office for the cancellation 
of the marks wrongfully registered. Moreover, without such can- 
cellation, the register of trade-marks is misleading, since, it would 
prima facie appear from the register that the later registrant of the 
mark was anticipated and was not the real owner of the trade-mark, 
which is exactly contrary to the issue decided in the interference.’ 


* Hudnut v. Phillips v. Mack, 128 Ms. Dec. 67, August 24, 1918. 
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